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Claim Rejections - 35 U.S.C. 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 41-55, 57-81 are rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Regarding Claims 41 , 77, "current need for maintenance and a potential future 
need for maintenance" are not taught in the specification to enable to one skilled in the 
art to make or use the invention. 

Claims 42-55, 57-76, 77-81 are vague by virtue of their dependency on claims 

41.77. 

Claim Rejections - 35 U.S.C. 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
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Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 41-55, 57-81 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Carling et al. (US 2003/0128991). 

Regarding Claim 41 , Carling discloses a method of interfacing a plurality of 
electronic devices that from time to time require maintenance, comprising: 

- transmitting maintenance status information relating to at least one of a 
current need for maintenance and a potential future need for maintenance 
from an electronic device (printer 5) to a central server (server 3 at the 
centralized site), by at least one of direct communication and communication 
via at least one intermediary device (See Figure la, abstract and paragraphs 
0008-0013, 0025-0030, 0038); and 

- in response to the maintenance status information transmitted from the 
electronic device, transmitting a message to an entity (See paragraph 0027) 
relevant to the electronic device, that enables the entity to obtain from the 
central server the maintenance status information about the electronic device 
(See paragraphs 0008-0013, 0025, 0028 and abstract), 

- wherein the transmission of the maintenance status information is initiated by 
at least one of the electronic device and the at least one intermediary device 
(paragraphs 0038. 0039, 0044, 0062, 0065), 
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- said message comprises a hypertext link (paragraph 0057), and 

- the central server comprises a web server which is arranged to respond to the 
hypertext link being activated, to provide the maintenance status information 
about the electronic device (Abstract, paragraphs 0008-0013, 0025-0030, 
0038, 0057). 

Regarding Claim 42, Carling discloses that the central server comprises a means 
for analyzing the received maintenance status information (Abstract, paragraphs 0008- 
0013, 0025. 0027, Figure la). 

Regarding Claim 43, Carling discloses that the analyzing means detemnines, 
depending on the received maintenance status information if the message is to be sent 
to a relevant entity or not. (paragraphs 0027-0030, 0038, 44-46, 50-54). 

Regarding Claim 44, Carling discloses that the analyzing means determines, 
depending on the received maintenance status information when the message is to be 
sent to a relevant entity, (paragraphs 0027-0030, 0038, 44-46, 50-54). 

Regarding Claim 45, Carling discloses that the analyzing means determines, 
depending on the received maintenance status information to which relevant entity the 
message is to be sent, (paragraphs 0027-0030, 0038, 44-46, 50-54). 

Regarding Claim 46, Carling discloses that the analyzing means detemnines 
according to condition data if the message is to be sent to a relevant entity or not. 
(paragraphs 0027-0030, 0038, 44-46, 50-54). 

Regarding Claim 47, Carling discloses that the analyzing means generates the 
message (paragraphs 0008-0013, 0025, figs. 3, 4). 
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Regarding Claim 48, Carling discloses that the central server has access to a 
database for storing data, wherein maintenance status information received by the 
central server is stored in the database. (Abstract, paragraphs 0025-0027, 0051 , 0059, 
0060. fig. la). 

Regarding Claim 49, Carling discloses that the analyzing means has access to 
data stored in the database. (Abstract, paragraphs 0025-0027, 0051 . 0059, 0060, fig. 
1a). 

Regarding Claim 50, Carling discloses that the maintenance status information, 
sent to the central server, includes a first type of information indicating the need of 
maintenance of at least one of the electronic devices and a second type of information 
about the usage of at least one of the electronic devices (abstract, paragraphs 0008- 
0013 and figs). 

Regarding Claim 51, Carling discloses that maintenance status information, sent 
to the central server, includes information for the identification of the electronic devices 
(paragraphs 0038, 0039 and 0059). 

Regarding Claim 52 Carling discloses that the message contains at least part of 
the maintenance status information about the electronic device (See paragraphs 0008- 
0013. 0025). 

Regarding Claim 53, Carling discloses that the maintenance status information 
provided by the central server in the message to the entity is supplemented with 
additional relevant data from a database accessible to the central server. (See 
paragraphs 0008-0013, 0025-0030, 0038, 44-46, 50-54). 
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Regarding Claim 54, Carling discloses that the entity has access to at least one 
service management computer system containing data about the electronic devices 
about which the entity is sent said message. (See paragraphs 0008-0013, 0025-0030, 
0038, 0044-46, 50-60, figs, la, 8-10). 

Regarding Claim 55, Carling discloses that at least part of the maintenance, 
status information supplied by the central server is supplemented with additional 
relevant data from a database accessible to the central server. (See paragraphs 0008- 
001 3, 0025-0030. 0038, 0044-46, 50-60. figs. 1 a, 8-1 0). 

Regarding Claim 57, Carling discloses that data provided by the central server to 
an entity, or the form of that data, depends on the entity. (See paragraphs 0008-0013, 
0025-0030, 0038, 0044-46, 50-60, figs. la. 8-10). 

Regarding Claim 58. Carling discloses transmitting data from said entity to the 
central server. (See paragraphs 0008-0013, 0025-0030. 0038, 0044-46, 50-60, figs, la, 
8-10). 

Regarding Claim 59, Carling discloses the data transmitted includes data the 
electronic devices serviced by said entity. (See paragraphs 0008-0013. 0025-0030, 
0038. 0044-46. 50-60, figs, la, 8-10). 

Regarding Claim 60, Carling discloses transmitting data from the central server 
to said entity. (See paragraphs 0008-0013, 0025-0030, 0038, 0044-46, 50-60, figs, la, 
8-10). 



Application/Control Number: 10/695,915 Page 7 

Art Unit: 2163 

Regarding Claim 61. Carling discloses that the data transmitted includes data 
about the usage of an electronic device. (See paragraphs 0008-0013, 0025-0030, 0038, 
0044-46, 50-60. figs, la, 8-10). 

Regarding Claim 62. Carling discloses that the central sever is aranged to 
receive data from a service management computer system. (See paragraphs 0008- 
0013. 0025-0030, 0038, 0044-46, 50-60, figs. la. 8-10). 

Regarding Claim 63. Carling discloses that the data received from the service 
management computer system includes data about the electronic devices serviced by 
said service management system. (See paragraphs 0008-0013. 0025-0030, 0038, 
0044-46. 50-60, figs, la, 8-10). 

Regarding Claim 64, Carling discloses that the central server is an^anged to 
transmit data to a service management computer system. (See paragraphs 0008-0013, 
0025-0030, 0038, 0044-46, 50-60, figs, la, 8-10). 

Regarding Claim 65, Carling discloses that the data transferred includes data 
about the usage of an electronic device. (See paragraphs 0008-0013, 0025-0030, 0038, 
0044-46, 50-60, figs, la, 8-10). 

Regarding Claim 66, Carling discloses that data relating to the usage of an 
electronic device is transferred directly to at least one service management computer 
system, without requiring operator intervention. (See paragraphs 0008-0013, 0025- 
0030, 0033, 035, 0053-0059, 0062. fig. 1 a) 
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Regarding Claim 67, Carling discloses that said data about the usage of an 
electronic device is sent to said service management computer system inherently in 
batches (fig. la, 10, paragraphs 0008-0013, 0025-0030, 0033, 035, 0053-0059, 0062). 

Regarding Claim 68, Carling discloses that the data about the usage of an 
electronic device is sent to said service management computer system once a threshold 
condition has been met (condition that pass firewall). 

Regarding Claim 69, Carling discloses that the transmitting of the maintenance 
status information from the electronic device devices to the central server is by email 
that is addressed differently for maintenance status information from different electronic 
devices (all firewalls or security system including Carling can perform the above) (See 
paragraph 0064). 

Regarding Claim 70, Carling discloses that the transmitting of the maintenance 
status information from the electronic device devices to the central server is by email 
that is addressed differently for indications that the device requires attention and for 
information regarding the usage of the device (all firewalls or security system including 
Carling can perform the above) (See paragraph 0064). 

Regarding Claim 71 , Carling discloses that maintenance_status information for a 
set of devices is relayed by a common unit (a piece of cable) to the central server (See 
fig. la, paragraphs 0008-0013, 0025-0030). 

Regarding Claim 72, Carling discloses that the central server is arranged to 
provide a report of which electronic devices provide maintenance status information to 
the common unit (a piece of cable) (Fig. la, paragraphs 0008-0013, 0025-0030). 
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Regarding Claim 73, Carling discloses that the central sen/er is arranged to 
provide a single report of maintenance status information about a plurality of the 
electronic devices that provide maintenance status infomnatlon to the common unit 
(paragraphs 0008-0013, 0025-0030). 

Regarding Claim 74, Carling discloses that the central server is arranged to 
provide a history of maintenance status information about an electronic device 
(paragraphs 0008-0013, 0028, 0031 , 0040, 0050 and fig. 6). 

Regarding Claim 75, Carling discloses that the central server is arranged to 
provide an analysis of faults or usage over a plurality electronic devices, (paragraphs 
0008-0013, 0028, 0031. 0040. 0050 and fig. 6). 

Regarding Claim 76, Carling discloses that the said entity is given access to 
maintenance status information relating to one or more electronic device to which it is 
not relevant (paragraphs 0027-0030, 0038, 44-46, 50-54). 

Regarding Claim 77, Carling discloses a method of interfacing a plurality of 
electronic devices that from time to time require maintenance comprising: 

- transmitting maintenance status information relating to at least one of a 
current need for maintenance and a potential future need for maintenance 
from an electronic device (printer 5) to a central server (server 3, at the 
centralized site), by at least one of direct communication and communication 
via at least one intermediary device (See Figure la, abstract and paragraph 
0008-0013, 0025-0030. 0038); and 
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- in response to the maintenance status information transmitted from tlie 
electronic device, transmitting a message containing information based on tlie 
maintenance status information, to an entity (See paragraph 0027) relevant to 
the electronic device (See paragraphs 0008-0013, 0025-0030. 0038 and 
abstract); 

- said message comprising a hypertext link (paragraph 0057); 

- providing a web server that has access to at least the maintenance status 
information about the electronic device, said web server responding to the 
activation of the hypertext link to provide the maintenance status information 
(Abstract, paragraphs 0027. 0057). 

Regarding Claim 78, Carling discloses that one of the central server and the web 
server comprises a means for analyzing the received maintenance status information 
(fig. 1 and paragraphs 0008-0013, 0025, 0027). 

Regarding Claim 79, Carling discloses that one of the central server and the web 
server has access to a database for storing data, wherein maintenance status 
information received by the server is stored In the database (Abstract, paragraphs 0025- 
0027. 0051, 0059. 0060. fig. la). 

Regarding Claim 80, Carling discloses that the analyzing means has access to 
data stored in the database (Abstract, paragraphs 0008-0013. 0025-0027. 0051. 0059, 
006Ci, fig. la). 
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Regarding Claim 81 , Carling discloses that the transmission of maintenance 
status infonmation is initiated by said electronic device and the least one intermediary 
device devices (paragraphs 0008-0013, 0038, 0039, 0044, 0062, 0065). 

Response to Arguments 
Applicant's arguments with respect to claims 41-55, 57-81 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this OfHce action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Application/Control Number: 10/695,915 
Art Unit: 2163 



Page 12 



Correspondence 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Wilson Lee whose telephone number is (571) 
272-1824. 

Papers related to the application may be submitted by facsimile transmission. 
Any transmission not to be considered an official response must be clearly marked 
"DRAFT". The official fax number is (571 ) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see httD://Dair-direct.uspto.aov . Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 




Wilson Lee 

Primary Examiner 

U.S. Patent & Trademark Office 
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